REMARKS 

Claims 5,7, and 9-11 were cancelled without prejudice or disclaimer. Claims 1 -4, 
6, 8, and 12 are currently under examination. The office action is discussed below: 

Rejections Withdrawn : 

Applicants note that the examiner has withdrawn the rejections made under USC § 
101, USC § 112, and USC §102. 

Claim Rejection under USC § 1 03 : 

On pages 2-5 of the Office Action, the examiner has maintained the rejections of 
claims 1-4, 6, 8 and 12 as allegedly being unpatentable over Minowa (U.S. Patent No. 
5,190,952) in view of "the generic teaching" of Minowa. 

On page 3 of the office action, the examiner agrees that Minowa does not 
specifically teach the compounds of claim 3, but believes that a Markush group in Minowa 
encompasses the claimed compounds having formula I, "wherein W is up to four 
substitutions", and refers to example 13 of Minowa that "W can be di-substituted in the 6 
and 8 positions." 

On page 4 of the office action, the examiner also agrees that Minowa does not 
specifically teach the compounds as specifically for ectoparasite control agents, but 
believes that Minowa compounds are effective for killing harmful insects, which generically 
encompasses the claimed insects, and refers to Minowa, col. 3, lines 40-48. 

The examiner alleges that it would have been obvious to one of ordinary skill in the 
art to follow the generic teaching of Minowa and make a 5,6-di-substituted or 6,7-di- 
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substituted compound in light of the teaching of Minowa's Markush having W being 1 to 4 
substituents and example 13 having 6,8-di-substituents as well as examples 9 to 12 
showing substituents in the 5-, 6-, 7- and 8-positions. Applicants respectfully disagree with 
the examiner and note that: 

When an examiner alleges a prima facie case of obviousness, such an allegation 
can be overcome by showing that (i) there are elements not contained in the references or 
within the general skill in the art, (ii) the combination is improper (for example, there is a 
teaching away or no reasonable expectation of success) and/or (iii) objective indicia of 
patentability exist (for example, unexpected results ). See U.S. v. Adams, 383 U.S. 39, 51- 
52 (1966); G/7/etfe Co. v. S.C. Johnson & Son, Inc., 16 USPQ2d 1923, 1927 (Fed. Cir. 
1990); Bausch&Lomb, Inc. v. Barnes-Hind/Hydrocurve, 230 USPQ416.419-20 (Fed. Cir. 
1 986). Applicants submit that the rejections do not meet this test. 

Applicants point out that the claimed compounds have substitutions by halogen 
atoms or trifluoromethyl groups at either of the 5-position and the 7-position on the 
quinoline ring and by a fluorine atom or a chlorine atom at 6-position, which are clear from 
the descriptions of R 3 , X and R 4 , see for example, claim 1 . That is, the claimed compounds 
are di-substituted at either of the 5- and 6-positions or 6- and 7-positions on the quinoline 
ring. The claimed compounds have excellent control effect against ectoparasites of 
mammals and birds, as compared to di-substituted compounds other than 5,6-di- 
substituted or6,7-di-substituted compounds and compounds mono-substituted at any one 
of the 5 to 8 positions on the quinoline ring. 
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Applicants also point out that the Minowa directed towards "6-fluoro" compounds, 
because, the excellent control effect of the "5,6-difluoro" compounds (see specification, for 
example, page 1, lines 25-27, and page 42, line 33 to page 46), were not known at the 
time. 

Therefore, the substitutions at any two of the 5-position to 7-position on the quinoline 
ring provided unexpected results and superior compounds to control ectoparasites. 

On pages 4-5 of the office action, the examiner alleges that the "applicant has not 
shown in a proper affidavit form that the compounds of the instant claims are unexpectedly 
better than the compounds of the prior art in a side by side comparison" (see paragraph 
bridging office action pages 4-5). In response, applicants reiterate that the claimed 
compounds are unexpectedly better than the Minowa compounds and refer to the 
supplemental response, the declaration and the experimental data, filed on April 1 3, 2005. 
Applicants indicate that the instant compounds are unexpectedly and vastly superior in 
exterminating the ectoparasites. For example, compounds 2 and 19 can exterminate more 
than 97% of the ectoparasites versus Minowa compounds C3 to C5, which exterminate 
only 20% of the ectoparasites (see Exhibit 1 , Test 2, of the declaration filed on April, 13, 
2005). In another test (see Exhibit 1, Test 4, of the declaration filed on April, 13, 2005). 
Minowa compounds C1 to C3 completely failed to exterminate the ectoparasites. The 
comparative study clearly indicates that the control effect against ectoparasites of the 
claimed compounds are significantly superior than that of the Minowa compounds (see 
Exhibit 1 of the declaration filed on April, 13, 2005). Therefore, the claimed compounds 
having substitutions at any two of the 5-position to 7-position on the quinoline ring provided 
unexpected results and are superior than Minowa compounds to control ectoparasites. 
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In addition, applicants herewith submit another declaration under 37 CFR 1.132 (see 
attached) containing additional comparative test data. The additional comparative test data 
show that the claimed compounds are "unexpectedly better" than the compounds of 
Minowa in a "side-by-side comparison" (see Exhibit 2 of the declaration). 

Referring to the side-by-side comparison (see Exhibit 2), applicants note that while 
Compounds 2 and 19 exterminate more than 97% of ectoparasites in Test 2, Compound 
C8 exterminates only 10% of the ectoparasites. Compound 1 exterminates the same level 
of ectoparasites as Compound 2 in Test 2. Test 4 data show Compounds C6 and C7 
completely failed to exterminate the ectoparasites. Therefore, the control effect against 
ectoparasites of the instant Compounds 1 , 2, 19 and 25 is significantly superior than that of 
the Minowa Compounds C6 to C8. 

Accordingly, the data show that the substitutions at either of the 5- and 6-positions or 
6- and 7-positions on the quinoline ring provide unexpectedly better control effect than that 
of the compounds of Minowa. Therefore, Minowa disclosure can not make the claimed 
invention obvious. 

Applicants note that the examiner's rejection is based upon a single reference, 
Minowa et al., with the belief that the reference discloses a genus encompassing the 
claimed species but does not expressly disclose the particular claimed species and refer to 
MPEP §2144.08 that: 

When a single prior art reference is found disclosing a genus encompassing the 
claimed species or subgenus, the examiner should first analyze the claims as a whole in 
light of and consistent with the written description, considering all claim limitations. When 
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evaluating the scope of a claim, every limitation in the claim must be considered. See, e.g., 
In re Ochiai, 71 F.3d 1565, 1572, 37 USPQ2d 1127, 1133 (Fed. Cir. 1995). However, the 
claimed invention may not be dissected into discrete elements to be analyzed in isolation, 
but must be considered as a whole. See, e.g., W.L Gore & Assoc., Inc. v. Garlock, Inc., 
721 F.2d 1540, 1548, 220 USPQ 303, 309 (Fed. Cir. 1983); Jones v. Hardy, 727 F.2d 
1524, 1530, 220 USPQ 1021, 1026 (Fed. Cir. 1983) ("treating the advantage as the 
invention disregards the statutory requirement that the invention be viewed 'as a whole'"). 
See MPEP §2144.08 (I) at 2100-145 (Rev. 2, May 2004). 

Applicants also point out that "the section 103 requirement of unobviousness is no 
different in chemical cases than with respect to other categories of patentable inventions." 

In re Papesch, 315 F.2d 381, 385, 137 USPQ 43, 47 (CCPA 1963) The fact that a 

claimed species or subgenus is encompassed by a prior art genus is not sufficient by itself 
to establish a prima facie case of obviousness . In re Baird, 16 F.3d 380, 382, 29 USPQ2d 
1 550, 1 552 (Fed. Cir. 1 994) ("The fact that a claimed compound may be encompassed by 
a disclosed generic formula does not by itself render that compound obvious."); In re Jones, 
958 F.2d347, 350,21 USPQ2d 1941, 1943 (Fed. Cir. 1992). See also In re Deuel, 51 F.3d 
1552, 1559, 34 USPQ2d 1210, 1215 (Fed. Cir. 1995). See MPEP §2144.08 (II) at 2100- 
146 (Rev. 2, May 2004). Applicants submit that a prima facie case of obviousness has not 
been established by the examiner. Therefore, withdrawal of the obviousness rejection is 
respectfully requested. 
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REQUEST RELIEF 



In view of above attached declaration, side-by-side comparative data, and remarks, 
applicants respectfully submit that claims 1-4, 6, 8, and 12 are allowable, and respectfully 
request favorable consideration to that effect. The Examiner is invited to contact the 
undersigned at (202) 912-2000 should there be any questions. 



HELLER EHRMAN LLP 
1717 Rhode Island Avenue, N.W. 
Washington, D.C. 20036 
Phone: (202)912-2000 
Fax: (202)912-2020 
Customer No. 26633 



Respectfully submitted, 



October 5. 2005 
Date 




Reg. No. 33,715 
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